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Patent opinions are no longer necessary to avoid an inference at trial that the opinion would have been unfavorable, but, in view of the 
recent Supreme Court decisions in Halo1 and Octane Fitness2 they may be advisable upon becoming aware of possible infringement, 
as a defense to a claim for treble damages or attorney’s fees. 

Treble Damages
Pursuant to 35 U.S.C. §284, a court may increase damages up to three times the amount assessed. The court has discretion to 
determine how much to increase the damage award up to the trebled amount, but it will only do so if there was a determination that 
the infringement was willful or in bad faith.3

The Federal Circuit in its 1983 Underwater Devices decision held that a potential patent infringer knowing of another’s patent rights 
has “an affirmative duty to exercise due care to determine whether or not he is infringing” which includes “the duty to seek and obtain 
competent legal advice from counsel before the initiation of any possible infringing activity.”4 A failure to rely on advice of counsel at 
trial in defense of a willful infringement claim resulted in an adverse inference that no such advice was obtained or that the defendant 
was advised that it infringed a valid patent.5

In 2004, the Federal Circuit in its en banc Knorr-Bremse decision maintained the “affirmative duty of care,” but did away with the 
adverse inference from the accused infringer’s failure to rely on an attorney’s opinion.6 In 2011, Congress codified this decision as 
follows: 

The failure of an infringer to obtain the advice of counsel with respect to an allegedly infringed patent, or the failure of the 
infringer to present such advice to the court or jury, may not be used to prove that the accused infringer willfully infringed 
the patent or that the infringer intended to induce infringement of the patent.7 

In 2007 the Federal Circuit in Seagate did away with the affirmative duty of care, and instead created a two prong test for willful 
infringement, which required the patentee  to prove by clear and convincing evidence: (1) whether the infringer acted despite an 
objectively high likelihood of infringement and (2) whether this risk was known or should have been known to the accused infringer.8 

Halo has now eliminated the “objective” prong, and has held that “[t]he subjective willfulness of a patent infringer, intentional or 
knowing, may warrant enhanced damages, without regards to whether his infringement was objectively reckless.”9 Halo also held that 
enhanced damages are limited to “egregious” cases of willful infringement,10 and are based on the knowledge of the infringer at the 
time of the infringement (defenses to infringement first developed in litigation may not be relevant to the defendant’s willful conduct 
at the time of infringement).11

It would thus appear that the law has now come full-circle, and returned to the pre-Underwater Devices (1983) standard for enhanced 
damages; namely, that there is no affirmative duty of care requiring a competent opinion, but egregious conduct, meaning 
infringement that is intentional or knowing at the time of  the infringement, may warrant enhanced damages.12 Knowledge of the 
patent alleged to be willfully infringed continues to be a prerequisite for enhanced damages,13 but knowledge of the patent without 
more (e.g., knowledge of the infringement) is not sufficient.14 

Since Halo, when making the decision to grant enhanced damages based on willful infringement, courts must consider two questions 
(1) whether the infringement was willful, and if so (2) whether, considering all relevant factors, enhanced damages should be awarded.15 
The “objective reasonableness of the accused infringer’s positions” may still be a factor relevant to the second question.16  Indeed, 
courts continue17 to evaluate the nine factors identified in Read Corp. v. Portec, Inc.:

1. whether the infringer deliberately copied the ideas or design of another;
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2. whether the infringer, when he knew of the other’s patent protection, investigated the scope of the patent and formed a good-
faith belief that it was invalid or that it was not infringed;

3. the infringer’s behavior as a party to the litigation;

4. the defendant’s size and financial condition;

5. the closeness of the case;

6. the duration of defendant’s misconduct;

7. remedial action by the defendant;

8. defendant’s motivation for harm; and

9. whether defendant attempted to conceal its misconduct.18   

An attorney’s opinion may be relevant to at least factor No. 2 above (and possibly factors 1, 5 and 8). Because of those factors and 
because the “objective” prong is no longer a defense to willful infringement,  obtaining an attorney’s opinion as soon as practicable 
after learning of a possible infringement (and taking remedial action if necessary) may be advisable to assist in avoiding enhanced 
damages for willful infringement.    

Attorney’s Fees
Attorney’s fees, pursuant to 35 USC §285, may be awarded in “exceptional cases.” Prior to 2005, courts looked at the totality of 
circumstances when making fee determinations. In 2005, the Federal Circuit in Brooks Furniture19 held that fees may be imposed only 
if both (1) there is subjective bad faith and (2) the litigation is objectively baseless. But in 2014, the Supreme Court in Octane Fitness 
overruled Brooks Furniture, and held that “objectively baseless” is not a requirement; “a case presenting either subjective bad faith or 
exceptionally meritless claims may sufficiently set itself apart from mine-run cases to warrant a fee award.”20

Thus, just as with treble damages, the Supreme Court has eliminated the “objective” requirement, and returned the attorney’s fees 
law to the pre-Brooks Furniture, “totality of circumstances” standard.21 

Willful infringement may be a sufficient basis for finding the case exceptional for purposes of awarding attorney fees.22 Indeed, 
a district court must normally explain why it decided that a case is not exceptional under 35 U.S.C. §285 when a finding of willful 
infringement has been established, and if exceptional, why it decided not to award attorney fees.23  On the other hand, courts have 
been reluctant to award attorney’s fees based solely on a finding of willful infringement, without any finding of litigation misconduct 
or a meritless case.24  See, e.g., Stryker Corp. v. Zimmer, Inc.,  wherein the Federal Circuit remanded the district court’s award of 
attorney’s fees based solely on its finding of willful infringement.25  Nevertheless, because willful infringement is a factor in the court’s 
determination as to whether to award attorney’s fees, it may be advisable for a potential infringer to obtain a competent legal opinion 
upon learning of the patent and potential infringement.

Conclusion 
In cases where a potential infringer has reason to know of the patent, obtaining an opinion of counsel (and if necessary, taking 
remedial action), as soon as reasonably practicable after becoming aware of a possible infringement, will assist the alleged infringer 
defend against a claim for treble damages and attorney’s fees. 
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